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^The MAIUNG DATE of this communication appears on the cover sheet beneath the conespondence address— 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ MONTH(S) FROM THE MAIUNG DATE 

OF THIS COMMUNICATION. 

- Extensions of time may bie available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MOMTHS 
from the maling date of this communication. 

- If the period for reply specified atx>ve is (ess than thirty (30) days, a reply within ttve statutory minimum of thirty (30) days will be constdered timely. 

- If NO period for reply is specified atx>ve, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply vnthin the set or extended period for reply will, by statute, cause the application to t>econfie ABANDONED (35 U.S.C. § 1 33). 

- Any n^ly received by the Office later than three monltis after the mailing date of this conmmunication, even if timely, may reduce any earned patent 
.See 37 CFR 1.704(b). 



term adiustmerrL i 



Cr Responsive to comnriunicatlon(s) filed on ( ^ -^f 



□ TTiis action is HNAL. 

□ Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayfe, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposi^on of Claims ^ 

B'^m(s) 7-1 ^ i ^ ^^*^f "^^->"*W^ / ^ is/are pending in the application. 

Of the above claim(s) , is/are withdrawn from consideration. 

[5^6laim(s) 3 is/are allowed. 

is/are rejected. 

□ Claim{s) is/are objected to. 

□ Clajm(s) .. are subject to restriction or election 

Application Pape.^ -equi™ 

□ The proposed drawing con^ction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner 

□ Tlie specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 (aHd) 

□ Acknowledgement is made of a claim tor foreign priority under 35 U.S.C. § 119 (^d). 
□ All □ Some* □ None of the: 

□ Certified copies of the priority documents have been received. 

□ Certified copies of the priority documents have been received in Application No 

□ Copies of the certified copies of the priority documents have t)een received 

in this national stage application from the Intemational Bureau (PCT Rule 17.2(a)) 
^Certified copies not received: ■. 



Attachment(8) 

□ Information Disclosure Slatement(s), PTO-1449, Paper No(s) □ Interview Summary, PTO-41 3 

□ Notice of Reference(s) Cited, PTO-692 □ Notice of Irf omnal Patent Application, PTO-1 52 
Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 

Office Action Summary 
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DETAILED ACTION 

1 . The final rejection imposed in Paper #1 9 is withdrawn by the examiner. 

Specification 

2. The amendment filed 7/13/02 is objected to under 35 U.S.C. 132 because it introduces 
new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material which is not supported by the 
original disclosure is as follows: "The polymeric thickener should be used in an amount sufficient 
to thicken the oil " See page 9, line 12 of the amended specification.. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact tenns as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth die best mode 
contemplated by the inventor of canying out his invention. 

4. Claims 2, 7-10, 12-14 and 21-26 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the appUcation 
was filed, had possession of the claimed invention. There is no mention in the original 
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specification of the side chain crystalline polymer being "present in amount such that it thickens 
oil". Only numerical examples citing 3, 5, 7 and 10% by weight can be found. 

5. Claims 2, 7-10, 12-14 and 21-26 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. There is no showing in the specification to instruct one of ordinary skill 
in the art about the minimum amount of side chain crystalline polymer, which is necessary to 
thicken the claimed oils. 

6. Claims 5, 9, 17-20 and 27 are rejected under 35 U.S.C, 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. There is no mention in the original specification or the 
original claims of " at least 3% by weight" of a side chain crystalline polymer. Only the 3-10% by 
weight range is mentioned on page 9, lines 12-14 of the original specification. 

7. Claims 5, 9, 17-20 and 27 are rejected under 35 U.S.C, 1 12, first paragraph, because the 
specification, while being enabling for 3-10% by weight of side chmn crystalline polymer, does not 
reasonably provide enablement for 3-100% by weight of side chain crystalline polymer. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and use the invention commensurate in scope with these claims. 
See page 9, lines 12-14 of the original specification. 
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Claim Rejections - 35 USC § 102 

8. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

9. Claims 2, 5, 7-14 and 17-27 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Mueller et al. 5,281,329. 

Claim Rejections - 35 USC §103 

10. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

11. Claims 21-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mueller et 
al. 5,281,329. 



Response to Arguments 
12. Anticipating the removal of the new matter, the rejections of Paper #16 are maintained in 
their entirety. Furthermore, since Mueller et al. is using the side chtdn crystalline polymers in 
petroleum oil fractions, their use would be obvious in any oily organic liquid. Not using solvents 
is also obvious, since their effect on the environment is harmful. 
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Allowable Subject Matter 

13. Claim 3 is allowed. 

14. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Peter Szekely whose telephone number is (703) 308-2460. The examiner 
can normally be reached on Tuesday-Friday from 7:00 a.m. to 5:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessflil, the examiner's supervisor, 
Vasu Jagannathan, can be reached on (703) 306-2777. The fax phone number for the 
organization where this appUcation or proceeding is assigned is (703) 873-93 1 1 (After-Final) and 
(703) 872-9310 (Non After-final). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




Peter Szekely 
Primary Examiner 
Art Unit 1714 



